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- The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 


A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1)E3 Responsive to communication(s) filed on 26 May 2005 . 
2a)M This action is FINAL. 2b)D This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 0.G.213. 

Disposition of Claims 

4) ^ Claim(s) 1-20 is/are pending in the application. 

4a) Of the above claim(s) 6-15 is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) IS Claim(s) 1-5 and 16-20 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner 

10) 13 The drawing(s) filed on 04 October 1999 is/are: a)l3 accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

1 1) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or(f). 
a)D All b)D Some * c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2. Q Certified copies of the priority documents have been received in Application No. . 

3. D Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 


Attachment(s) 

1) [3 Notice of References Cited (PTO-892) 4) □ Interview Summary (PTO-413) 

2) Lj Notice of Draftsperson's Patent Drawing Review (PTO-948) Paper No(s)/Mail Date. . 

3) [U Information Disclosure Statement(s) (PTO-1449 or PTO/SB/08) 5) [3 Notice of Informal Patent Application (PTO-1 52) 

Paper No(s)/Maii Date . 6) O Other: . 


U.S. Patent and Trademark Office 
PTOL-326 (Rev. 1-04) 


Office Action Summary 


Part of Paper No./Mail Date 20050802 
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DETAILED ACTION 
Election/Restrictions 

1 . Applicant's election with traverse of Group I, claims 1-5 and 16-20, is acknowledged. 1 The 
traversal is on the ground(s) that there would not be an undue burden if the examiner were 
to examine both groups of claims. This is not found persuasive because, first, the examiner 
has shown that the two groups of claims constitute distinct inventions under the criteria 
given by MPEP § 806.05(e). Having done that, the examiner is required to show one of the 
requirements (A)-(C) given in MPEP § 808.02. The examiner has done that by showing (A), 
that the inventions defined by the two groups of claims would be separately classified. The 
requirement is still deemed proper and is therefore made FINAL. 

2. Claims 6-15 are withdrawn from further consideration pursuant to 37 CFR 1 .142(b) as being 
drawn to a nonelected invention. 

Response to Arguments 

3. Applicant's arguments filed with an amendment on 1 5 December 2004 have been fully 
considered but they are moot in view of the following new basis of rejection. 

Claim Rejections - 35 USC § 102 

4. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

5 - Claims 1-5 and 16-20 are rejected under 35 U.S.C. 102(b) as being anticipated by Lemon et 
al. (US pat. 4,674,041). 

6 - Lemon et al. teaches (independent claims 1 and 16) a system for customizing displays and 
an electronic marketing system, the electronic marketing system comprising: memory 56 


1 The requirement inadvertently omitted claim 5. 
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(col. 8 lines 32-34), which reads on a (database) of coupon transaction histories (electronic 
user profiles) and a database for storing coupons to be displayed (merchant data, col. 3 
lines 36-38 and 61-62, and col. 6 lines 30-32); a predictive model for selecting coupons to 
be displayed based on the customer's coupon transaction history, where said coupon 
selection for display reads on selecting actual display characteristics (the display of the 
individual coupons and their presentation) conforming to monitored user preferences (the 
coupon transaction histories) for presentation of merchant data (the coupons) on said 
computer display (col. 5 lines 8-10) in accordance with one of said electronic user profiles/ 
coupon transaction histories and said merchant data (the coupon choice decisions made by 
the manufacturers/retailers sponsoring the coupons) from said plurality of merchants in said 
database, and a computer display comprising said actual display characteristics and said 
merchant data from said plurality of merchants, said computer display unique to a user with 
said one of said plurality of electronic user profiles/ coupon transaction histories based on 
said actual display characteristics for presentation of said merchant data. 

7. For claim 1 , the only limitation that can be given patentable weight is "a display". The 
remaining limitations (electronic user profile data, content data, a plurality of display model 
parameters, and a plurality of actual display characteristics) are non-structural functional 
matter. In claim 1 only "a display" constitutes structure, and apparatus/system claims must 
be distinguishable over the prior art in terms of their structure (MPEP § 21 14). 

8- Lemon et al . also teaches at the citations given above claims 2-5 and 17-20. For claims 19 
and 20, the variable number of coupons (col. 5 lines 59-61 ) is a number of options to view. 
Claim 2 does not add a patentable limitation to claim 1 (see para. 7 above), but even if it did, 
the plurality of terminals T (col. 4 lines 15-22) would read on "selected sites". Claim 4 is 
similarly taught as claims 19 and 20 are. 

Conclusion 

Applicants amendment necessitated the newground(s) of rejection presented in this Office 
action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). Applicant is 
reminded of the extension of time policy as set forth in 37 CFR 1 . 1 36(a). 

A shortened statutory period for reply to this final action is set to expire THREE MONTHS 
from the mailing date of this action. In the event a first reply is filed within TWO MONTHS of 
the mailing date of this final action and the advisory action is not mailed until after the end of 
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the THREE-MONTH shortened statutory period, then the shortened statutory period will 
expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1.136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the mailing 
date of this final action. 

1 1 . Any inquiry concerning this communication or earlier communications from the examiner 
should be directed to Donald L Champagne whose telephone number is 571-272-6717. The 
examiner can normally be reached from 6:30 AM to 5 PM ET, Monday to Thursday. The 
examiner can also be contacted by e-mail at donald.champaane@uspto.gov . and informal 
fax communications (i.e., communications not to be made of record) may be sent directly to 
the examiner at 571-273-6717. 

12. The examiner's supervisor, Eric Stamber can be reached on 571-272-6724. The fax phone 
number for the organization where this application or proceeding is assigned is 571-273- 
8300. 

13. Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published 
applications may be obtained from either Private PAIR or Public PAIR. Status information 
for unpublished applications is available through Private PAIR only. For more information 
about the PAIR system, see http://pair-direct.uspto.gov. Should you have questions on 
access to the Private PAIR system, contact the Electronic Business Center (EBC) at 866- 
217-9197 (toll-free). 

14. AFTER FINAL PRACTICE - Consistent with MPEP § 706.07(f) and 713.09, prosecution 
generally ends with the final rejection. Examiner will grant an interview after final only when 
applicant presents compelling evidence that "disposal or clarification for appeal may be 
accomplished with only nominal further consideration" (MPEP § 713.09). The burden is on 
applicant to demonstrate this requirement, preferably in no more than 25 words. 
Amendments are entered after final only when the amendments will clearly simplify issues, 
or put the case into condition for allowance, clearly and without additional search or more 
than nominal consideration. 

15. Applicant may have after final arguments considered and amendments entered by filing an 
RCE. 
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16. ABANDONMENT - If examiner cannot by telephone verify applicant's intent to continue 
prosecution, the application is subject to abandonment six months after mailing of the last 
Office action. The agent, attorney or applicant point of contact is responsible for assuring 
that the Office has their telephone number. Agents and attorneys may verify their 
registration information including telephone number at the Office's web site, www.uspto.gov . 
At the top of the home page, click on Site Index. Then click on Agent & Attorney Roster in 
the alphabetic list, and search for your registration by your name or number. 


2 August 2005 



Donald L Champagne 
Primary Examiner 


